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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



2. Claims 1-5 and 6-10 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-5 and 6-10 of 
U.S. Patent No. 6,023,473. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of reasons set below: 



With respect to claim 1, the corresponding patent claim 1 claims an application 
programming interface comprising: a host interface which transfers signals to and from 
the host computer driver; a modem interface which transfers signals to and from the 
host interface and which transfers commands and data associated with analog type 
telephone calls to and from a modem processor in the telephone data processing 
system, the modem processor processing analog type telephone calls; and an ISDN 
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interface which transfers signals to and from the host interface and which transfers 
commands and data associated with ISDN telephone calls to and from an ISDN 
processor in the telephone data processing system, the ISDN processor processing 
ISDN telephone calls (see U.S. Patent No. 6,023,473, claim 1, col. 20, lines 38-57). 
However, the patent claim 1 does not claim a host processor configured to provide the 
application programming interface. Since an application programming interface is 
implemented as a software application intended to run on any computer processing 
system, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use a processor within any computer such as a host computer to run the 
application programming interface. 

With respect to claims 2-5, the corresponding patent claims 2-5 are identical (see 
U.S. Patent No. 6,023,473, claims 2-5, col. 20, line 58 through col. 21, line 6). 

With respect to claim 6, the corresponding patent claim 6 claims a method 
comprising: providing a host interface which transfers signals to and from the host 
computer driver; providing a modem interface which transfers signals to and from the 
host interface and that transfers commands and data associated with analog type 
telephone calls to and from a modem processor in the telephone data processing 
system, the modem processor processing analog type telephone calls; and providing an 
ISDN interface which transfers signals to and from the host interface and that transfers 
commands and data associated with ISDN telephone calls to and from an ISDN 
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processor in the telephone data processing system, the ISDN processor processing 
ISDN telephone calls (see U.S. Patent No. 6,023,473, claim 6, col. 21, line 7 through 
col. 22, line 4). However, the patent claim 6 does not claim an apparatus implementing 
an application programming interface which performs the method of providing 
communication between a host computer driver and a telephone data processing 
system. Since an application programming interface is implemented as software 
application intended to run on any computer processing system, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to implement the 
method using an apparatus such as a host computer with an application programming 
interface. 

With respect to claims 7, 9 and 10, the corresponding patent claims 7, 9 and 10 
are identical (see U.S. Patent No. 6,023,473, claims 7, 9, 10, col. 20, line 58 through 
col. 21, line 6). 

With respect to claim 8, the corresponding patent claim 8 (dependent on claim 6) 
claims the modem interface, transferring commands and data to and from the modem 
processor to process multiple simultaneous analog type telephone calls (see U.S. 
Patent No. 6,023,473, claim 8, col. 22, lines 9-12). However, the patent claim 8 does 
not claim an apparatus wherein the ISDN interface means transfers commands and 
data to and from the ISDN processor to process multiple simultaneous ISDN telephone 
calls. Since ISDN allows user to transmit data with voice simultaneously it would have 
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been obvious to one of ordinary skill in the art at the time of the invention to use an 
ISDN interface similar to the modem interface to transfer commands and data to and 
from the ISDN processor to process multiple simultaneous ISDN telephone calls that 
has voice and data. 



3. Claims 1-5 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-5 of U.S. Patent No. 6,347,093. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because of reasons set below: 

With respect to claim 1 , the corresponding patent claim 1 claims a storage 
medium containing instructions readable by a computer to configure the computer to 
provide an application programming interface for providing an interface between a host 
computer driver and a telephone data processing system, said telephone data 
processing system being capable of processing analog type telephone calls and ISDN 
telephone calls, said application programming interface comprising: a host interface that 
transfers signals to and from the host computer driver; a modem interface that transfers 
signals to and from the host interface and which transfers commands and data 
associated with analog type telephone calls to and from a modem processor in the 
telephone data processing system, the modem processor processing analog type 
telephone calls; and an ISDN interface that transfers signals to and from the host 
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interface and which transfers commands and data associated with ISDN telephone calls 
to and from an ISDN processor in the telephone data processing system, the ISDN 
processor processing ISDN telephone calls (see U.S. Patent No. 6,347,093, claim 1, 
col. 13, line 64 through cols 14, line 61). However, the patent claims 1 does not claim a 
host processor configured to provide the application programming interface. Since an 
application programming interface is implemented as a software application, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to have 
the application programming interface contained in a storage medium for execution by a 
processor within any computer such as a host computer. 

With respect to claims 2-5, the corresponding patent claims 2-5 are identical (see 
U.S. Patent No. 6,347,093, claims 2-5, col. 14, line 62 through col. 16, line 3). 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent No. 5,483,530 to Davis et al. relates to an ISDN terminal equipment 
which will maintain connectivity with existing analog modems by setting up a voice- 
grade connection to existing analog modems and using the power of a digital signal 
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processor DSP to generate the digital equivalent of the analog modem signals for 
transmission on an ISDN "B" channel. 

U.S. Patent No. 5,796,958 to Koenzen relates to making a passive ISDN adapter 
card compatible with a modem connected to a serial port without the need to make any 
use of the INT 14 H interface for the evaluation process. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to F. Lin Khoo whose telephone number is 571-272-5508. 
The examiner can normally be reached on flex time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wellington Chin can be reached on 571-272-3134. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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